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BMW's M and M CARS marks (re)con�rmed as
well known

Romania - Simion & Baciu

BMW opposed application for M CAR TRADING in Classes 35 and 37 based on earlier marks M
and M CARS; the Opposition Division rejected the opposition
The Appeals Committee agreed that the relative grounds for refusal under Article 6(1)(b) did not
apply
However, the Appeals Committee found that consumers would be misled into believing that the
applicant’s services originated from BMW

 

The recent decision of the Appeals Committee of the Romanian State Office for Inventions and Trademarks
in Bayerische Motoren Werke Aktiengesellschaft v M Car Trading Srl (Case CCM 178/2017, communicated
to the parties in May 2019) has revealed, once again, the authority’s practice when examining the well-
known status of an earlier mark invoked in opposition proceedings, as well as the importance of the volume
of evidence filed to support a claim of well-known status.

Background

The Appeals Committee examined whether the Opposition Examination Division had erred in rejecting an
opposition filed by BMW against the registration on the Romanian territory of the word mark M CAR
TRADING (No M 2014 04859) for services in Classes 35 and 37 (the application initially also covered goods
in Class 12, but these were subsequently deleted).

In its opposition, BMW relied on earlier rights deriving from the EU word mark M CARS (No 004945267)
protected for goods in Classes 12 and 28, as well as international registrations for the figurative marks
below, protecting, among others, services in Class 37:

international registration No 603895:

international registration No 1000390:
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The opponent invoked both the similarity of the signs and a likelihood of confusion under Article 6(1)(b) of
the Romanian Trademarks Law (No 84/1998), republished, and the well-known character of the earlier
marks under Article 6(4)(a) of the same law.

Appeals Committee decision

With regard to the comparison of signs, the Appeals Committee agreed with the Opposition Division that
the signs have a low degree of visual similarity as far as the earlier figurative trademarks invoked by BMW
were concerned. There was a higher degree of similarity when the comparison was between the word mark
M CARS and the sign applied for, M CAR TRADING.  

The committee further agreed with the opponent’s arguments that, in the aural and conceptual comparison
of the marks, the accent would be placed on the elements ‘M’ and ‘M CAR’, while the word element ‘trading’
did not contribute to the overall distinctive character of the contested application due to its generic nature
when used in connection to the services applied for. The term was dismissed by the examiners as not being
capable of contributing to the differentiation of the marks from an aural and conceptual standpoint. 

Further, the committee disagreed with the Opposition Division with regard to the degree of distinctiveness
of the earlier marks: both the standalone letter ‘M’, in its graphical form as protected by the earlier
international registrations, and the word mark M CAR were found to enjoy an increased degree of
distinctiveness in connection to the goods/services at issue. This conclusion took an inevitable toll on the
overall analysis of the likelihood of confusion.

After concluding that the relative grounds for refusal under Article 6(1)(b) of the Trademarks Law (similarity
of the signs and likelihood of confusion) were not applicable in this case, the Appeals Committee went on
to examine the reputation and well-known character of the earlier marks. In doing so, the committee
analysed in detail the evidence filed to support this claim, as well as prior case law dating from 2011, which
had been invoked by the opponent, in which the examiners had confirmed the reputation of the M marks.
The Appeals Committee concluded that the increased distinctive character and reputation of the M and M
CARS marks had been maintained over the years. This conclusion was based on the longstanding and
extended use of the marks, as well as the investments in advertising made under the marks, which were
confirmed by the evidence relied upon in the case.

Lastly, the Appeals Committee noted that such reputation extended to other categories of goods and
services and that Romanian consumers were likely to be misled as to the origin of the goods/services
applied for by the applicant. The applicant would thus infringe BMW’s exclusive rights in the M/M CARS
marks by using the mark applied for. The Appeals Committee also noted that the sign applied for would
instantly evoke, in the minds of consumers, the vehicles produced and sold by BMW as part of its M series.
Consumers would therefore immediately associate the mark applied for with the goods offered under
BMW’s earlier marks, and would erroneously consider that the services offered by the applicant in Classes
35 and 37 originated from the opponent. 

Comment

Arguably, this decision is important as it shows that relying on a past decision in which the same authority
had recognised the reputation of a mark is not sufficient to secure a similar decision in future
opposition/appeal proceedings. Opponents should provide a sufficient amount of evidence to demonstrate
the continuous presence of their trademarks on the market and the continued public awareness of the
marks.  
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