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DERMOFAES versus DERMOWAS: the role of
weakly distinctive elements and the public’s
level of attention in assessing likelihood of
confusion

European Union - Simion & Baciu

Dr August Wolff GmbH opposed the registration of DERMOFAES ATOPIMED in Classes 1, 3
and 5 based on the earlier mark DERMOWAS in Classes 3 and 5
The General Court agreed with the Board of Appeal that there was no likelihood of confusion,
despite the partial identity and partial similarity of the goods
The court con�rmed previous case law regarding the degree of attentiveness of the relevant
public in relation to Class 5 goods

 

The recent decision of the General Court (Fifth Chamber) in Dr August Wolff GmbH & Co KG
Arzneimittel v European Union Intellectual Property O�ce (EUIPO) (Case T-642/18, 28 November 2019)
emphasises the role of verbal elements with a low distinctive character in the comparison and
perception of trademarks, depending on the degree of attention of the relevant public.

Background

The case involved the word mark DERMOFAES ATOPIMED, applied for by Faes Farma SA for goods in
classes 1, 3 and 5, and the earlier word mark DERMOWAS, registered for identical and similar goods in
Classes 3 and 5 in the name of Dr August Wolff GmbH & Co KG Arzneimittel.

The opposition, which was based on the relative grounds for refusal under Article 8(1)(b) of Regulation
207/2009 (now Regulation 2017/1001) - similarity of the signs and likelihood of confusion - was initially
upheld in part. The Opposition Division of the EUIPO concluded that the application should be rejected
with regard to the following goods in Classes 3 and 5:
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Class 3: “Perfumery, including cosmetics, soaps, lotions, essential oils, dentifrices, washing
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive
preparations”;
Class 5: “Pharmaceutical, veterinary and sanitary preparations; dietetic substances adapted for
medical use; baby food; plasters, materials for dressings; dental wax; disinfectants;
preparations for destroying vermin; fungicides, herbicides”.

The applicant appealed. The Second Board of Appeal of the EUIPO annulled the Opposition Division’s
decision and rejected the opposition in its entirety. In essence, the Board of Appeal found that the prefix
‘dermo’, which was common to the signs at issue, was of low importance due to its weak distinctive
character, even though it was placed at the beginning of the marks; the remaining elements of the marks
would not create a likelihood of confusion based on the overall perception of the relevant audience,
which displayed a high degree of attentiveness with regard to the goods at issue.

Decision

On appeal by the opponent, the General Court confirmed the conclusion reached by the Board of Appeal
and noted that the signs were similar only to a low degree on all three levels of comparison - visual, aural
and conceptual. The court held that the prefix ‘dermo’, which is common to the marks, would be
regarded as weak in relation to the goods at issue (and directly suggestive in relation to skincare goods),
while the other verbal elements of the marks (the suffix ‘was’ in the earlier mark and the verbal elements
‘Faes’ and ‘Atopimed’ in the contested sign) did not share common or similar elements and, therefore,
could not contribute to a finding of similarity between the marks.  

Further, the General Court confirmed previous case law regarding the degree of attentiveness of the
relevant audience in relation to goods in Class 5. While the court confirmed that the degree of
attentiveness was average for the goods in Class 3, in the case of the goods in Class 5 (ie, healthcare
products), the relevant public would usually apply more attention and scrutiny, even though such public
is composed of both healthcare professionals and end users. The court found that the relevant public
would be more attentive and, therefore, more careful when selecting/purchasing or prescribing such
goods. This aspect played an important role in the overall assessment of the likelihood of confusion by
the General Court.

The court thus confirmed the findings of the Board of Appeal and concluded that there was no likelihood
of confusion, despite the partial identity and partial similarity of the goods at issue.
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