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General Court considers concept behind TIME

European Union - Simion & Baciu

The EUIPO upheld the opposition to the registration of THE TIME based on the earlier mark TIMEHOUSE, both covering services in
Classes 36 and 43
The applicant argued that the EUIPO had erred in �nding that the marks were conceptually similar and by not applying the
counteraction theory
The court con�rmed that, as the marks were conceptually similar to an average degree, there was no need to apply the counteraction
theory

 

In a recent decision rendered on 17 March 2021 in Case T-186/20, the General Court (10th Chamber) has analysed the con�ict between the word
mark THE TIME and the earlier EU word mark TIMEHOUSE, both designating services in Classes 36 and 43.

Background

The dispute began with an opposition �led by the holder of the earlier EU trademark, Timehouse Capital GmbH, on the basis of Article 8(1)(b)
of Regulation 2017/1001. The Opposition Division of the EUIPO rejected the application for the word mark THE TIME in its entirety. The decision
was subsequently con�rmed by the First Board of Appeal of the EUIPO, which dismissed the appeal and found that there was a likelihood of
confusion.

The applicant, Chatwal Hotels & Resorts LLC, appealed to the General Court, alleging infringement of Article 8(1)(b) of the regulation, claiming
that the EUIPO had erred in �nding that the marks were conceptually similar and by not applying the counteraction theory.

However, Chatwal did not dispute the EUIPO’s decision in connection to: 

the relevant public, found to be comprised of the general public, as well as business consumers with professional expertise or
knowledge in connection to the services at issue (Classes 36 and 43);
the comparison of the services at issue, namely that the services applied for were identically contained in the broader category of the
services protected under the earlier mark; and
the comparison of the signs from a visual and aural perspective, according to which they were found to be similar to an average degree.

Since Chatwal’s arguments focused only on the EUIPO’s error in �nding a conceptual similarity between the marks, this was insu�cient to
overturn the decision of the Board of Appeal and the court dismissed the appeal in its entirety. 

General Court decision

First, the General Court con�rmed as correct the �ndings of the Board of Appeal regarding the conceptual similarity between the marks, due to
the presence of the identical term ‘time’, which would be perceived as having the same meaning by the relevant audience, irrespective of the
presence of the verbal element ‘house’ in the earlier mark. According to the court, even if the public divided the earlier mark into two words, ‘time’
and ‘house’, the presence of the identical verbal element ‘time’ in both signs resulted in a certain degree of similarity between the signs - not only
from an aural perspective, but also conceptually. Further, the court found that the distinctive character of both marks was average in respect of
the services at issue and, given their overall similarity and the identity of the compared services, the EUIPO had correctly concluded that there
was a likelihood of confusion.

Since there were no obvious differences between the signs that would allow the application of the principle of counteraction in this case, the
court also dismissed this plea. 

Comment

Although it is di�cult to anticipate whether the applicant would have been successful in overturning the EUIPO’s decision by contesting the
�ndings relating the overall similarity of the signs (on all levels of analysis - aural, visual and conceptual), the court’s decision reveals the
importance of closely evaluating the applicability of each of the cumulative conditions set forth in Article 8(1)(b) when entering into, or defending
against, opposition proceedings.
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