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ROMANIA
PATENT LITIGATION

 

1. What is the forum for the conduct of
patent litigation?

Romania does not have specialised courts for intellectual
property (“IP”) cases. The judiciary system of Romania is
organized as a hierarchical system of courts, with a civil
law system: local courts, county courts and the
Bucharest Municipal Tribunal, courts of appeal and a
High Court of Cassation and Justice. The county courts
and the Bucharest Municipal Tribunal are first instance
courts in IP enforcement disputes.

The competence is laid down in the Code of Civil
Procedure (“CPC”) and in the special normative acts
regarding the enforcement of trademarks, models and
designs, copyrights and other IP rights. The majority of
civil disputes regarding the validity of IP rights fall under
the jurisdiction of the Bucharest Municipal Tribunal.

In accordance with the Law no. 64/1991 as subsequently
amended and supplemented (“patent law”), Bucharest
Municipal Tribunal has exclusive jurisdiction over
requests for a compulsory patent licence, requests for
annulment of the patent (invalidity of a patent), appeals
against the decision rendered by the State Office for
Inventions and Trademarks (the “Patent Office) in a
revocation request of the patent, appeals against the
decision rendered by the Patent Office regarding an
opposition to the decision rendered on the examination
of the patent.

According to the generally applicable rules in the CPC,
infringement claims fall, as a rule, under the jurisdiction
of the tribunals seated at the domicile of the alleged
infringer or where the unlawful deed occurred or
produced its effects.

The competent divisions in patent cases are the civil
ones constituted by judges who have an informal
specialization in IP litigation. The allocation within these
divisions is made randomly through the ECRIS system of
the courts.

The CPC provides that the court having jurisdiction to
rule on the merits of the case (i.e., the infringement

action) has jurisdiction to rule on the interim reliefs
request as well. Thence, the preliminary injunctions fall
under the jurisdiction of the court that is competent to
decide on the main claim.

2. What is the typical timeline and form of
first instance patent litigation
proceedings?

A patent litigation may last between 2 and 4 years as of
the registration of the claim before the court, depending
on the difficulty of the technical matter addressed by the
patent, the type of the expert report required in the
case, availability of the experts, delay tactics of the
opponent parties and the court docket schedule.

In the first tier of jurisdiction all evidence is analyzed at
length and technical expertise may be ordered and
therefore a reasonable timeline for these proceedings
may be between 1 – 1,5 years. The second appeal may
take about 6 months – 1 year. If heard by the High Court
of Cassation and Justice however, it may take up to 1,5
years or more, due to its workload.

The defendant can directly challenge a patent’s validity
in the infringement case, but it is advisable to request a
stay of the infringement proceeding until the invalidity
matter is settled.

Nevertheless, there are several situations in which
infringement and invalidity proceedings are filed
separately or are bifurcated, especially if the procedural
circumstances impose this.

Moreover, issues of liability are generally heard together
with the issues of damages, since based on the way in
which the parties prove the elements of liability and
particularly the incurred punitive damages, the court
may establish the level of damages that can be awarded
in relation to the certain circumstances of the case.
Consequently, the issues of liability are the critical step
in determining the outcome over the damages.

Lastly, under Romanian Law, there is no self-subsistent
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institution of claim construction. However, the way in
which a court determines the proper interpretation and
scope of disputed terms in the patent claims shall be
analyzed within the infringement and/or validity claim,
given that such plays a critical role for the evaluation of
infringement and validity and can affect or determine
the outcome of other significant issues such as
unenforceability.

3. Can interim and final decisions in patent
cases be appealed?

The decision issued in the first tier of jurisdiction with
respect to invalidity actions may be appealed before the
Bucharest’s Court of Appeals within 30 days as of service
of the respective decision to the relevant party. In
general, the civil decisions issued by first instance courts
are subject to an appeal and, sometimes, even to a
second appeal to the higher courts.

In some matters (e.g., invalidity of a patent), the
decision issued following the appeal may be subject to a
second appeal before the High Court of Cassation and
Justice that must be lodged with 30 days as of service of
the respective decision to the relevant party. The appeal
has a suspensive effect, but the decision rendered
following this procedural phase is enforceable. The
enforcement may be stayed pending the settlement of
the appeal if a bond is posted to this end.

As regards the decision issued in the first tier of
jurisdiction with respect to an infringement action, may
be further appealed to an upper court (depending on the
object and value of the initial infringement claim the
appeal may be heard by a tribunal or a court of appeal).
The characteristics of the appeal phase, mentioned
above, are fully applicable in this situation as well.

Within the courts of appeal and second appeal, there are
no specialized IP sections, the files in this sphere being
distributed to the sections that judge civil cases.

Lastly, preliminary injunctions decisions are subject only
to an appeal at the superior court.

The decision issued by the court may be appeal within 5
days from the delivery of the decision (in inter partes
procedure) or from the issuance/transmittal of the
decision (in ex parte procedure). The appeal is settled in
inter partes proceedings.

The preliminary injunction rendered by the first court is
de jure enforceable, but on appeal the court may order
the appellant to give a bail/bond in order to stay
enforcement of the preliminary injunction decision
issued by the court of first instance.

No permission is required to appeal patent judgments.

4. Which acts constitute direct patent
infringement?

Under Article 31 of the patent law, a patent is infringed if
any of the following acts:

where the invention is a product, a person
(or company) manufactures, disposes of,
offers to dispose of, uses or imports the
product or keeps it, whether for disposal or
otherwise,
where the invention is a process, a person
(or company) uses the process or offers it for
use when it is known, or it is obvious to a
reasonable person in the circumstances, that
its use there without the consent of the
proprietor would be an infringement of the
patent,
where the invention is a process, a person
(or company) disposes of, offers to dispose of,
uses or imports any product obtained directly
by means of that process or keeps any such
product, whether for disposal or otherwise.

5. Do the concepts of indirect patent
infringement or contributory infringement
exist? If, so what are the elements of such
forms of infringement?

Acts of “indirect” infringement occur when a party offers
or supplies means relating to an essential element of the
invention to a third party who is not authorized to put
the invention into effect when he or she knows, or it is
obvious to a reasonable person in the circumstances,
that those means are suitable for putting, and are
intended to put, the invention into effect.

The Romanian patent law does not expressly refer to
indirect patent infringement or contributory
infringement.

However, indirect infringement cannot be completely
excluded on the Romanian territory. According to Article
64 para. 1 of the Enforcement Regulation on patent law,
the interpretation of the scope of protection provided by
a patent should be made such that it confers fair
protection for the patent proprietor with a reasonable
degree of legal certainty for third parties (in line with the
Protocol of interpretation of Article 69 of European
Patent Convention). This wording may allow interpreting
the scope of protection beyond the direct infringement
concept to an indirect or contributory one.
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In addition, not only the person who commits the
infringement is liable as infringer. Liability for
infringement extends to third parties whose negligent
behaviour enabled the infringement or who (knowingly)
aided and sustained the infringement carried out by
another person.

6. How is the scope of protection of patent
claims construed?

The doctrine of prosecution history (or file wrapper)
estoppel and the doctrine of equivalents are recognized
under Article 64 para. 6 and 7 of Enforcement Regulation
on patent law, as follows:

 

an element is considered equivalent to an
element specified in the claims, if it is obvious
to a person skilled in the art that its use
necessary achieves essentially the same
result as that obtained by the element
specified in the claims,
when determining the scope of protection,
any specification limiting it in relation to the
claims content of the applicant or the patent
holder prior to patent’s granting or validation,
should be considered.

 

 

7. What are the key defences to patent
infringement?

There are various statutory key defences to patent
infringement in Romania. The most relevant are:

 

Denial of the infringement,
Invalidity of the patent,
Right of prior use,
Statute of limitation,
The patented invention is the subject of a null
and void contractual provision, inserted by the
patentee.

 

8. What are the key grounds of patent
invalidity?

The statutory key grounds to patent invalidity in

Romania, are:

 

Lack of patentability: i.e., lack of novelty, lack
of inventive step,
Added subject matter,
Usurpation from behalf of the patent holder,
Extension of patent protection,
Insufficiency of disclosure.

 

9. How is prior art considered in the
context of an invalidity action?

Prior art in an invalidity action is relevant for both, the
determination of novelty and of inventive step. The
patent must adhere to the criterion of absolute novelty,
it must be novel over all of the prior art: independent of
place of publication/use and language. The prior art is
defined as comprising everything made available to the
public by means of a written or oral description, by use,
or in any other way, before the date of filing or of priority
of the patent application.

Where a prior art document discloses subject-matter
which is relevant to the novelty of the claimed invention,
the disclosure of that document must be enabling, such
that the skilled person can reproduce that subject-
matter using common general knowledge.

10. Can a patentee seek to amend a patent
that is in the midst of patent litigation?

Under the patent law, the patentee may waive in whole
or in part the rights conferred by a valid patent, by filing
a request with the Patent Office. In case of partial
waiver, the litigation claims that are abandoned should
be specified to court.

A patent may be amended during validity proceedings,
in exceptional cases and under certain requirements.

11. Is some form of patent term extension
available?

A patent expires 20 years after the date of application.
However, in accordance with Regulation (EC) 469/2009
on Supplementary protection certificates for medicines
and plant protection products, for medicinal and plant
protection products a supplementary protection
certificate (“SPC”) may be applied for. This offers an
additional protection for up to a maximum of five years.
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In addition, a Pediatric Extension of the SPC’s term of
protection may be available for an additional 6 months
maximum if further research has been performed on the
effect of a medicinal product in minors.

12. How are technical matters considered
in patent litigation proceedings?

Usually, in patent related matters (infringement and
invalidity actions) the parties request the court to
appoint one (or a team of) agreed technical expert.
Experts can also be appointed ex officio by the court.

The parties are also allowed (but are not obliged) to
appoint witness experts seen as counsellors of the
parties, which may formulate questions, observations
and draft a separate report. In practice, they help the
court appointed expert and their opinions are not cross-
examined with the ones of the appointed expert.

Under Romanian law applicable to common litigation,
the possibility of cross-examination of reports carried out
by competing experts is not provided.

The experts appointed by the court together with the
party appointed experts shall draft a technical report
based on the technical and scientific questions proposed
by the parties and approved by the court. There are
cases when not all the questions proposed by the parties
are allowed by the court.

The expert reports are always written, and appointed
experts are seldom summoned before the court to bring
additional explanations. Experts should focus only on
technical aspects and refrain from making legal
assessments.

Extrajudicial expert reports provided by parties are
allowed and considered by the court as written
documents.

Although not expressly provided by law, judicial practice
has proven that the following obligations are imposed on
the witness experts, in relation to the party who hired
them, the other parties and the court:

not to include in the report / in their separate
opinion certain arguments provided by the
party,
not to present to the party, before submitting
the expert report, the opinion of the
appointed expert,
not to use in their answer certain documents
provided by the party, but which are not part
of the case file,
to prove the highest possible degree of

objectivity, considering anything that might
be of use to a party, as well as what could be
detrimental.

In preliminary injunction proceedings, having in view
that it is an urgent procedure and that the judge only
analyzes the legal appearance of the alleged infringed
rights, the court shall not appoint and shall not allow a
technical expertise to be performed (the timeline for
administering such an evidence is very lengthy,
sometimes representing the main reason for which the
main action is unduly prolonged).

13. Is some form of discovery/disclosure
and/or court-mandated evidence
seizure/protection (e.g. saisie-contrefaçon)
available, either before the
commencement of or during patent
litigation proceedings?

Government Emergency Ordinance no. 100/2005 on the
Enforcement of Industrial Property Rights (“GEO
100/2005”) – which transposed the provisions of the
Directive 2004/48/EC of the European Parliament and of
the Council of 29 April 2004 into Romanian law, provides
in Article 6 that the court may order provisional, prompt
and efficient measures for the preservation of evidence
if the party presented reasonably accessible and enough
evidence to support its allegation that its right was
infringed or that the infringement is imminent.

A party that has presented reasonable evidence to
support its claim that its intellectual property right has
been infringed or it is about to be infringed may request
the court – even before the commencement of
proceedings on the merits of the case – to order prompt
and provisional measures to preserve relevant evidence
under the alleged infringer’s control, subject to the
protection of confidential information.

Such measures may include the detailed description,
with or without the taking of samples, or the physical
seizure of the infringing goods, and, in appropriate
cases, the materials and implements used in the
production of these goods and the documents relating
thereto.

According to the provisions of Article 978 – 979 of CPC,
the court may dispose any necessary measure for
conserving evidence within the special procedure for
provisional measures regarding any IP rights.

While it is technically possible to obtain, for example,
orders for urgent seizure of products to prevent
destruction, such process is uncommon in patent



Patent Litigation: Romania

PDF Generated: 13-11-2021 6/11 © 2021 Legalease Ltd

litigation.

Further, under Article 364 of CPC, the holder of the
intellectual patent right or the person which has the
active legal standing in a patent litigation, upon
receiving the authorization of a judge, may request a
bailiff to record an infringement. The bailiff ascertains a
certain issue in fact that could cease or change in the
future. The finding can also be made in the absence of
the court’s authorization, under certain special
conditions.

14. Are there procedures available which
would assist a patentee to determine
infringement of a process patent?

The patentee may obtain evidence of infringement by:

preservation of evidence, as set out above,
arguing reversal of the burden of proof, in
case of infringement of the right of the holder
of a process patent,
interrogatories.

15. Are there established mechanisms to
protect confidential information required
to be disclosed/exchanged in the course of
patent litigation (e.g. confidentiality
clubs)?

Under the Romanian legislation, regimes for disclosure
which limit access to sensitive documents to specific
individuals within one of the parties in order to protect
confidentiality, are not commonplace.

The Romanian legislation itself does not cover protection
mechanisms such as imperative confidentiality clubs.

However, under Government Emergency Ordinance no.
25/2019 which transposed the correspondent provisions
of the Directive (EU) 2016/943 regarding the
preservation of confidentiality of trade secrets during
legal proceedings, parties may agree “confidentiality
club” arrangements, either in an agreement between the
parties, or by formal court orders.

Nevertheless, although the hearings are public as a rule,
under Article 213 of the CPC, litigation may be declared
non-public in certain cases, but this measure does not
provide extensive protection of confidential information.

16. Is there a system of post-grant
opposition proceedings? If so, how does

this system interact with the patent
litigation system?

Romania has a system of post-grant opposition.

Any interested party may challenge a granted patent
with an opposition within a period of 6 months as from
grant. Opposition proceedings are started before the
Patent Office (which is in actual fact undertaking re-
examination). The latter’s decision can be challenged
before Bucharest Municipal Tribunal.

After the opposition period has expired, only a nullity
action can be filed with Bucharest Municipal Tribunal, in
order to review a patent’s validity. Therefore, patents
can be invalidated following a nullity action, solely by
courts.

A stay is available when an opposition proceeding and
also when a nullity action are both pending. In this case
the opposition proceeding has priority.

Equally, the courts may stay, but not as a rule, the
national proceedings if an opposition on the same matter
is pending before the European Patent Office.

Furthermore, if infringement proceedings are
commenced by the patentee, any opposition against the
patent shall be stayed, upon request or ex officio, before
the Patent Office.

17. To what extent are decisions from
other fora/jurisdictions relevant or
influential, and if so, are there any
particularly influential fora/jurisdictions?

The Romanian legal system is not based on the common
law, and case-law in general (be it national) is not a
source of law, even if in certain situations it can
influence the judgments of the courts and judges may
comment on these decisions in their judgment.

However, there is no requirement for national courts to
follow decisions of any foreign court (even if such are
rendered considering the European Patent Convention,
they have no binding effect), except for the decisions of
the supranational courts at the level of the European
Union which are mandatory under Article 267 of the
Treaty on the Functioning of the European Union.

18. How does a court determine whether it
has jurisdiction to hear a patent action?

The Romanian courts always review the matter of venue,
ex officio.
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Generally, to determine its jurisdiction over a claim, a
court must assess whether the dispute relates to a
subject matter that is under the jurisdiction of the court
as provided under the CPC, whether the parties have a
valid agreement on the choice of another dispute
resolution forum (such as arbitration), and whether the
court has jurisdiction over the claim based on rules on
the hierarchy of the courts (material jurisdiction) and
territorial jurisdiction.

Registration or validity of IP/ patent national rights are of
exclusive jurisdiction and therefore the national courts
cannot render final cross-border judgments on the basis
of Brussels Regulation/ Recast Brussels Regulation.

On the contrary, under certain conditions, the national
courts can issue cross-border preliminary injunctions
with respect to IP/ patent rights, but only in relation to
another member state, if the parties, regardless of their
domicile, have agreed that a court of a member state is
to have jurisdiction to settle such dispute, unless the
agreement is null and void as to its substantive validity
under the law of that member state.

Under Romanian legislation, courts have no legal frame
to grant anti-suit injunctions.

19. What are the options for alternative
dispute resolution (ADR) in patent cases?
Are they commonly used? Are there any
mandatory ADR provisions in patent cases?

The Romanian legislation does not provide any
mandatory ADR provisions in patent cases.

The CPC follows the general principles of the UNCITRAL
Model Law. The CPC regulates both domestic and
international arbitration: domestic arbitration falls under
Book IV of the CPC, Articles 541 to 621, while the
international arbitration provisions are in Articles 1111 to
1133. Under Article 1123, the domestic arbitration
provisions related to the constitution of the arbitral
tribunal, the arbitral procedure and the award can also
apply to international arbitration proceedings, provided
the parties do not expressly provide otherwise.

The national available arbitration mechanisms are not
tailored specifically for IP rights (including patent rights)
and are not commonly used.

The WIPO Arbitration and Mediation Center collaborates
with Romania just with respect to the Romanian
Copyright Office and therefore is not preventing and
resolve patent conflicts within the Romanian territory.

20. What are the key procedural steps that
must be satisfied before a patent action
can be commenced? Are there any
limitation periods for commencing an
action?

Romanian legal framework does not provide for a
mandatory pre-trial phase, and as such patent
proceedings are commenced by filing a statement of
claim. Nonetheless, cease and desist letters are
customary communicated prior to IP litigation.

As regards the limitation periods for commencing an
action, these differ depending on the type of action:

the time limit for instituting patent
infringement proceedings is the general three-
year statute of limitations provided by Article
2517 of the Romanian Civil Code, which is
calculated following the “discovery rule”
pursuant to which “an infringement claim
does not raise until the right holder discovers,
or with due diligence should have discovered,
the infringement.”. Thus, there is a delicate
matter with respect to the determination of
the starting point for this 3-year period as
regards patents.
as a rule, patent invalidity actions are not
statute-barred and, as such, they may be filed
throughout the entire validity of the patent.
the time limit for submitting a revocation
action is of 6 months from the date of
publication of the mention of its granting.

21. Which parties have standing to bring a
patent infringement action? Under which
circumstances will a patent licensee have
standing to bring an action?

On the first hand, a patentee has in all cases the active
standing to bring a patent infringement action. The same
applies to the patentee’s successor in title.

On the other hand, licensee may only commence an
action for patent infringement without the consent of the
patent holder if it was expressly agreed in the license
agreement.

However, if the patent owner does not commence the
infringement action after he was notified about the
infringement by the licensee, then the exclusive licensee
may start the action for patent infringement on his own
standing.

In order for the licensee to have a standing in promoting
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any action for patent infringement, the mention of the
license must not necessarily first be published in the
Official Bulletin of Industrial Property.

As regards a licensee beneficiary of a compulsory
exploitation license, such is assimilated to a non-
exclusive licensee which cannot have legal standing in
an infringement claim, per the provisions in force.

The patentee need not be joined as a party to the
infringement action. If an exclusive licensee commences
an action for infringement, the alleged infringer may
counterclaim for revocation (or invalidity) of the patent
in the framework of the same trial. The patentee must
be joined as a party to the counterclaim. The patentee
would be the party against whom the revocation action
was commenced. Also, the Patent Office should be joined
as a party.

The decision whether the claims are to be judged jointly
or separately remains with the judge. However, the CPC
provides that the judge shall not split the claim and the
counterclaim if they need to be judged together for the
unitary solving of the case.

22. Who has standing to bring an invalidity
action against a patent? Is any particular
connection to the patentee or patent
required?

Any third party having a legal interest may bring an
invalidity action against a patent.

There is not required any connection between the third
party and the patentee, but a connection is required with
respect to the patent (i.e., the interest).

The current competitors of the patent owner are not
presumed to have an interest, so they must prove that
the commercialization or manufacturing of relevant
products or services is imminent. The Romanian case-
law set forth that the requirement for proving legal
interest also applies if the patent expired before the
initiation of invalidity proceedings.

Equally, any interested party can oppose the grant of a
patent in the patent office.

23. Are interim injunctions available in
patent litigation proceedings?

In accordance with Article 61 of patent law corroborated
with the provisions of CPC, provisional measure within
this field (as interim injunctions) may be requested by
the right holder (i.e., patentee) or by any other person

exercising the IP right with the holder consent (i.e.,
licensee) and that can reliably prove that his rights are
subject to an actual or imminent illicit action that poses
a risk of damage that is difficult to repair.

Such provisional measures are commonly granted in our
jurisdiction, but the degree of success depends greatly
on the specific circumstances of the case.

The measure will be imposed by way of an interim
injunction (or preliminary injunction). For an interim
injunction to be granted three conditions must be
cumulatively met:

urgency – the existence of an impendinga.
irreparable damage or the need to preserve a
right that may be damaged through delay –
there is no fixed framework established by the
law of what the judge shall consider as
urgent,
the court must not rule on the merits of theb.
case – when issuing a preliminary injunction
the judge should not be requested to analyse
the case on its merits (but only to analyse the
legal appearance of the alleged infringed
rights); the claimant must substantiate by
prima facie evidence that his patent is
infringed,
temporary character – the interim injunction isc.
valid, as a rule, until the case on merits is
solved. In this respect, a patent infringement
action must be filed to support the temporary
character of the measures requested through
the injunction. In case the request for a
preliminary injunction is filed with the court
prior to filing the action on merits, by the
decision imposing the preliminary measures,
the court also settles the time-limit for filing
the action on merits, under the sanction of ex
lege termination of the taken measure. The
time limit for filing the infringement claim
should observe the decision of the court and
in no case it cannot exceed 30 days as of the
moment the preliminary measures have been
taken.

As such, interim injunctions may be granted if it can be
shown that there is a likelihood of patent infringement or
that such infringement is imminent.

Also, the Romanian legal framework, as currently in
force, provides for the possibility to obtain a preliminary
injunction either in ex parte or inter partes proceedings.

Note should be made that, the ex parte proceedings are
used only in those cases deemed to be urgent.
Nevertheless, the level of urgency is at the sole
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appreciation of the judge.

Preliminary injunctions are rarely granted ex parte
against an alleged infringer of a patent. The national
courts have decided to summon the defendant(s) even
when the patent owner filed an ex parte preliminary
injunction request. The appeal is settled in inter partes
proceedings, as mentioned above.

In terms of timetable, the CPC creates an accelerate
procedure for obtaining a preliminary injunction, as the
matter is solved urgently, and the judge is allowed to
reduce any procedural deadlines. An inter partes
preliminary injunction is issued usually by the first
instance between 3 and 6 months as from the date of
filing the request, while the appeal can take less than 3
months.

The court will admit only evidence that would not require
long time for administration, usually written documents.

Before granting an interim injunction, the courts may
provide a cross-undertaking as to damages or a bond, so
in case the measure ordered is likely to produce damage
to the adverse party, the judge may order the claimant
to post a bond to the court in an amount fixed by judge.
This is not an imperative provision and as such, there
may be cases where no bond is established by the court.

The CPC provides that, if not otherwise regulated by
special legal provision, the bond shall not exceed 20% of
the value of the object of the claim. The deadline for
paying the bond is established by the court. Failure to
pay the bond within the established deadline will annul
the granted decision.

As to the substantive examination of the patent in
question, the courts will conduct a preliminary
assessment of the patent’s validity and, also, consider
whether there are any serious arguments raised by the
parties on this issue. In other words, the Romanian judge
will verify the merits only prima facie and therefore the
existence of the infringement acts.

24. What final remedies, both monetary
and non-monetary, are available for patent
infringement? Of these, which are most
commonly sought and which are typically
ordered?

The typically ordered decision are the ones through
which the awarded damages intend to compensate the
patent owner for the loss suffered and to put them in the
same position they would have been in but for the
infringing acts.

In terms of monetary final remedies, the owner of a
patent may either obtain damages in respect of losses
caused by infringing activities or an account of profits
obtained by the infringer. The burden of proof is on the
claimant to prove the extent of damage.

GEO 100/2005 provides for the general guidelines for the
calculation of damages:

profit lost by the claimant as a result of the
infringing product entering the market,
(net) profit of the defendant resulting from the
sale of the infringing product on the Romanian
market, or
lump sum based on the amount of royalties
that would have been paid if the defendant
had acquired a license from the claimant for
the use of the right that was infringed had
acquired a license from the claimant for the
use of the right that was infringed.

The non-monetary remedies may be requested by the
owners of patent and are specifically regulated by Article
56 of patent law. Therefore, appropriate non-monetary
corrective measures can be taken by courts with regard
to goods they have found to infringe a patent and, in
appropriate cases, with regard to materials and
implements used to manufacture such goods. These
measures include destruction of infringing goods or
seizure, both having as scope the removal from
commercial channels.

Moreover, according to Article 11 of GEO 100/2005, the
following measures may be granted: recall from the
channels of commerce; definitive removal from the
channels of commerce; and destruction.

Such measures may be granted in relation to goods that
the court found to be infringing an IP right and, in
appropriate cases, with regard to materials and
implements principally used in the creation or
manufacture of the goods.

Notwithstanding, although not regulated by patent law
or the correlative applicable laws, one may ask a court
to compel the infringing party to appropriate measures
for the dissemination of information on the court
decision, including its display and the publication of the
judgment in whole or in part. The competent court may
also order additional advertising measures appropriate
to the special circumstances, including large-scale
advertising.

25. On what basis are damages for patent
infringement calculated? Is it possible to



Patent Litigation: Romania

PDF Generated: 13-11-2021 10/11 © 2021 Legalease Ltd

obtain additional or exemplary damages?

As general rule, under the Romanian legal framework a
claim for damages is addressed to the court following
the general principle of liability and compensation.

Recoverable damage is both material (but only direct
and not consequential or additional) and moral. The
burden of proof rests with the claimant, as a rule.

It is not possible to obtain exemplary damages since the
Romanian law does not allow compensation outside the
principle of the actual prejudice.

26. How readily are final injunctions
granted in patent litigation proceedings?

In Romania there is no regulated institution of “final
injunction”. However, if a court finds an infringement,
following the analysis performed on the merits of the
case, it will usually order the removal of the product or
process from commercial channels, by a final decision.

By the same decision, or in a separate case brought by
the prevailing party, the payment of delay damages may
be ordered in case of non-compliance with the above
obligation imposed by the court, as an alternative
sanction. The entire mechanism of both monetary and
non-monetary final remedies available for patent
infringement, is detailed accordingly above in the
answer to question 24.

27. Are there provisions for obtaining
declaratory relief, and if so, what are the
legal and procedural requirements for
obtaining such relief?

No declaratory relief (Arrow declarations) or similar
declaration is regulated by Romanian legislation.

28. What are the costs typically incurred
by each party to patent litigation
proceedings at first instance? What are the
typical costs of an appeal at each appellate
level?

As regards a preliminary injunction application: The
stamp duty for a request regarding a preliminary
injunction, if it is non-patrimonial claim, amounts RON 20
(approx. EUR 4). When the request is a patrimonial one,
the stamp duty is of RON 50 – approx. EUR 8 (when its
value does not exceed RON 2,000 – approx. EUR 400)
and RON 200 – approx. EUR 40 (when its value exceeds

RON 2,000 – approx. EUR 400).

As regards a main infringement or invalidity action: For
non-patrimonial requests, the stamp duty is of RON 100
(approx. EUR 20).

When damages are requested, the stamp duty varies
depending on the estimated amount of claimed
damages (the stamp duty law – Government Emergency
Ordinance no. 80/2013 provides a range of
approximately 1% to 3% of the pecuniary value of
damages).

In certain exceptional situations, the actions are exempt
from judicial fees.

Regarding the expert fees, usually the court establish a
provisional fee and subsequently the court may increase
the initial fee depending on the expert’s activity (at an
average amount of EUR 4,000 to EUR 10,000 –
depending on the case).

The attorney fees vary widely depending on the nature
of patent proceedings.

Costs on appeals are typically lower (e.g., the stamp
duty fees are, as a rule, half of the amount paid in the
first jurisdiction).

29. Can the successful party to a patent
litigation action recover its costs?

Under Romanian law, the “loser pays” principle is
applicable, so that the party that prevailed in the trial is
entitled to recover the legal costs incurred in connection
with that trial. The legal costs that can be awarded by
the court are composed of the stamp tax duty; lawyer’s
fee; expert’s fee; witness expenses incurred in relation
to their presence at the hearing; and any other expenses
necessary for the smooth running of a trial. All expenses
must be proven, otherwise the claim for legal costs is
rejected as unsubstantiated.

If the claim is not admitted in full, the expense will be
reduced proportionally.

The courts may reduce the legal costs with respect to
lawyers’ fees and party experts’ and other specialists’
fees, upon request or ex officio, even if the claim is
admitted in full. As a matter of practice, Romanian
courts usually award higher expenses in IP cases, in
opposition to the general practice in other types of
litigation.

Lawyer’s and expert fees are reduced when manifestly
disproportionate in reference to the value or complexity
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of the dispute or to the lawyers’ work in the case, with
no impact whatsoever on the relationship between the
lawyer and his client.

The court cannot modify (reduce) judicial stamp
expenses, appointed expert fees, reimbursement of
witnesses or other category of direct expenses
demonstrated by the claimant.

When more than one party was ordered to pay legal
expenses, the court sets a solidary obligation to the
benefit of the party/parties that won, except for the case
when the obligation can be divided, based on the nature
of the legal bind between the parties.

Parties can take steps to influence the potential costs
liability of the opposing party (e.g., by way of settlement
offers) before and after the judgment is rendered.

No security for legal costs procedure or similar
mechanism is specifically regulated by Romanian
legislation.

30. What are the biggest patent litigation
growth areas in your jurisdiction in terms
of industry sector?

The industry sectors with the biggest patent litigation
growth are the pharmaceutical, the medical devices, as
well as the technology (especially AI) sectors.

31. What do you predict will be the most

contentious patent litigation issues in your
jurisdiction over the next twelve months?

The most contentious patent litigation issues in Romania
over the next year will be the ones with a view of the
application for obtaining a marketing authorization for a
generic medicinal product (on the Romanian or the
European Union territory), as well as the ones related to
correlative patent rights or to SPC for medicinal
products.

32. Which aspects of patent litigation,
either substantive or procedural, are most
in need of reform in your jurisdiction?

A reform should be considered in Romania for regulating
a mechanism to increase protection of confidentiality in
patent litigation proceedings. The desired mechanism
shall impose parties, counsels, witnesses and experts to
treat certain facts as being subject to increased
confidentiality interest, during and after the proceedings
have concluded. If violated, these confidentiality
obligations should be subject to great administrative
fines.

33. What are the biggest challenges and
opportunities confronting the international
patent system?

The biggest both challenge and opportunity within the
international patent system is raising awareness on the
IP rights and obligations.

Contributors

Ana-Maria Baciu
Managing Partner ana-maria.baciu@simionbaciu.ro

Cristiana Prodescu
Senior Associate cristiana.prodescu@simionbaciu.ro

mailto:ana-maria.baciu@simionbaciu.ro
mailto:cristiana.prodescu@simionbaciu.ro

