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SMARTTHINQ v SMARTTHING, or the importance of word elements in
disputes involving �gurative trademarks

EUROPEAN UNION
Legal updates: case law analysis and intelligence

The EUIPO partially upheld a declaration of invalidity of LG’s �gurative mark SMARTTHINQ based on the earlier �gurative
mark SMARTTHING
The court dismissed LG’s argument that the signs were dissimilar because the �gurative element of the earlier mark was
the distinctive, dominant element, while ‘smarthing’ was descriptive
The analysis of the similarity of the signs could not be carried out solely on the basis of the �gurative element of the
earlier mark, even assuming that it was dominant

The recent decision of the General Court in Case T-181/21 (27 April 2022) offers insights into, among other things, the court's
practice in assessing evidence to prove the genuine use of a trademark and con�rms the factors to be taken into account when
comparing �gurative marks containing word elements.

Background

Anferlux-Electrodomésticos Lda �led an application for a declaration of invalidity of EU trademark No 014983861 (depicted
below), registered in the name of LG Electronics Inc.

The application was based of the earlier Portuguese trademark depicted below:
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The invalidity claim concerned the goods designated by the EU trademark in Class 7 (“washing machines; dishwashers; vacuum
cleaners.”) and 11 (“gas grills; dish disinfectant apparatus for household purposes; non-electric water puri�ers for household
purposes; non-electric water puri�er �lters for household purposes; gas ranges; electric cooktops: hot air apparatus; solar water
heaters; water heaters; air conditioners; refrigerating apparatus and machines; cooling apparatus; air conditioning apparatus; air
conditioning installations; solar thermal collectors (heating); cycle lights; automobile lights; re�ectors for automobiles: lamps for
directional signals of automobiles; light bulbs for directional signals of automobiles; anti-dazzle devices for automobiles (lamp
�ttings); defrosters for automobiles; air conditioners for automobiles; headlights for automobiles; ventilation (air-conditioning)
installations and apparatus for automobiles; heaters for automobiles; air purifying apparatus; non-electric water ioniser for
household purposes; electric ioniser; water-purifying apparatus; water puri�cation installations; water-purifying apparatus and
machines; micro �lter for water treatment; desalination plants; puri�cation installations for sewage; waste water �lters; water
puri�er for commercial purpose; parts of �lter for water-purifying apparatus; membranes to �lter out sewage; lighting apparatus
and installations; electric refrigerators; kimchi refrigerators; light wave ovens; electric wine cellar for household purposes; ovens;
electric freezers for household purposes; laundry-drying machines; microwave ovens; electric ranges; electric humidi�ers;
electric dehumidi�ers for household purposes; electric foot warmers; water puri�ers for household purposes”) and was �led
pursuant to Article 60(1)(a) of Regulation 2017/1001, in conjunction with Article 8(1)(a) and (b).

The goods covered by the earlier Portuguese trademark were translated into English (the language of the proceedings) in the
declaration for invalidity, as follows: “vacuum cleaners, tumble dryers and washing machines” in Class 7 and “stoves (except
stoves for experiments), refrigerators, stoves, refrigerators, combined and dehumidi�ers” in Class 11.

LG requested proof of use of the Portuguese trademark. Based on the submitted evidence of use, both the Cancellation Division
and the Board of Appeal of the EUIPO concluded that genuine use has been proved only in respect to “stoves (except stoves for
experiments), refrigerators, portable stoves, refrigerators incorporating a freezer” in Class 11 and, further, that there was a
likelihood of confusion in connection to “washing machines; dishwashers; vacuum cleaners” in Class 7, and “gas grills; dish
disinfectant apparatus for household purposes; gas ranges; electric cooktops: hot air apparatus; air conditioners; refrigerating
apparatus and machines; cooling apparatus; air conditioning apparatus; air conditioning installations; electric refrigerators;
kimchi refrigerators; light wave ovens; electric wine cellar for household purposes; ovens; electric freezers for household
purposes; laundry drying machines; microwave ovens; electric ranges” in Class 11 covered by the contested mark. The
application for a declaration of invalidity was thus partially upheld.

Genuine use

The Board of Appeal had refuted LG’s argument that the turnover and the quantities indicated in the invoices submitted in the
proceedings were too low to prove genuine use. It had found that the number of invoices referring to the sale of “stoves” and
“refrigerators” under the earlier mark was suf�cient (given that the use of the product codes made it possible to link the
products from the invoices to those in the catalogues marketed under the earlier mark, and due to the amount of units of
different varieties of products sold, which were considered signi�cant as a whole). The board had also referred to settled case
law whereby the purpose of the use requirement is not to restrict trademark protection only to cases where a large-scale
commercial use exists.

The court con�rmed, in accordance with settled case law, that invoices postdating the relevant period for establishing use may
be taken into account in order to assess the extent of use and the real intentions of the trademark owner during the relevant
period.

Contrary to LG’s arguments, the Board of Appeal had concluded that the distinctive character of the earlier mark was not
altered by the use of �gurative elements on the left-hand side of the word element on the packaging and the goods (as
opposed to the registered form, where the �gurative elements were depicted above the word element), and that the use of only
the word element of the mark on the invoices - which is common commercial practice - did not result in a lack of genuine use.

Given the above, the court concluded that the Board of Appeal had not erred in �nding that genuine use of the earlier mark had
been proven in respect to “stoves (except stoves for experiments)” and “refrigerators”.

Likelihood of confusion
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The Board of Appeal had found that the distinctiveness of the word element ‘smarthing’ of the earlier mark was lower than
average for the part of the Portuguese public which understands the English meaning of the terms ‘smart’ and ‘thing’. Further,
the board had considered that the �gurative element in the earlier mark enjoyed an average degree of distinctiveness, being a
separate decorative element. The board had also found that the word element ‘thinq’ of the contested mark would have no
meaning for the Portuguese public in relation to household appliances, and that the �gurative element of the contested mark
was weakly distinctive in relation to those goods. LG contested the above conclusion and claimed that the compared signs were
dissimilar overall because, among other things, the �gurative element of the earlier mark was the distinctive, dominant element
of that mark, while the word ‘smarthing’ was descriptive.

The General Court emphasised that the compared signs must be analysed as a whole and accepted, to a certain extent (as the
Board of Appeal had done), that the descriptive nature of the word element of the earlier mark - as far as the English-speaking
part of the Portuguese public was concerned - did not mean that that element should no longer be taken into account in
comparing the con�icting signs.

Thus, the analysis of the similarity of the signs could not be carried out only by taking into consideration the �gurative element
of the earlier mark, even if it was the dominant element.

The General Court further con�rmed the conclusion of the Board of Appeal that the compared signs were visually similar to an
average degree and highly similar aurally, considering that their word elements differed only by their last letter. Moreover, the
court did not dispute the �ndings of the board on the conceptual comparison of the marks, distinguishing between the part of
the Portuguese public understanding the English terms - in which case the marks were conceptually similar at least to a below-
average degree - and the part of the Portuguese public which would not attribute a meaning to the word elements of the signs
- in which case a conceptual comparison was not possible.

The General Court also con�rmed the board’s �ndings on the identity and similarity of the goods covered by the compared
marks.

Based on the above, LG’s action, which sought the annulment of the board’s decision insofar as it upheld the application for a
declaration of invalidity - was dismissed in its entirety.
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