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Parallel import infringement cases under the CJEU’s spotlight

EUROPEAN UNION
Legal updates: case law analysis and intelligence

The CJEU was asked to interpret Article 36 TFEU, read in conjunction with Article 15(1) of Regulation 2017/1001 and the
second sentence of Article 19(1) TEU
At issue was the formulation of the operative part of national court decisions declaring the infringement of a trademark in
parallel import cases
The question affects the way in which claims are formulated in actions before national courts

 

On 17 November 2022 the Fifth Chamber of the Court of Justice of the European Union (CJEU) rendered a much-awaited
judgment in Case T-175/21, which pertained to a request for a preliminary ruling raised by the Regional Court of Warsaw under
Article 267 of the Treaty on the Functioning of the European Union (TFEU), in proceedings between Harman International
Industries Inc and AB SA.

Background

Harman filed a trademark infringement claim against AB based on its EU trademarks. Harman claimed that AB’s distribution on
the Polish market of goods resulting from parallel imports infringed its trademarks. In its defence, AB argued that the principle of
the exhaustion of trademark rights was applicable in this case. Although its supplier did not belong to the chain of distributors
approved by Harman, AB claimed that it received assurances from that supplier that the goods had initially been placed on the
market by Harman or with its consent. AB further stated that it was not able to obtain more information from its supplier (which
was not willing to disclose aspects pertaining to its own chain of suppliers). In order to determine with certainty that a given
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product was marketed in the EEA by Harman or with its consent, Harman itself would have to offer such information based on its
internal resources (and confirm that the allegedly counterfeit goods that it sought to have withdrawn from the market and
destroyed were not initially placed on the market by itself or with its consent).  

The question referred to the CJEU

In this context, the Polish court referred the following question to the CJEU:

“Must the second sentence of Article 36 TFEU, read in conjunction with Article 15(1) of Regulation [2017/1001], and in
conjunction with the second sentence of Article 19(1) of the Treaty on the European Union, be interpreted as
precluding the practice of the national courts of the member states, which is that the courts:

1.  when upholding claims by right holders to prohibit the importation, putting on the market, offering, advertising of
goods bearing the EU trademark, to order their withdrawal from the market or to order their destruction; and

2. when ruling, in proceedings to secure claims, on the seizure of goods bearing the EU trademark,

refer in their rulings to ‘goods which have not been put on the market within the European Economic Area by the
right holder or with his consent’, with the result that it is left to the enforcement authority, in view of the general
wording of the ruling, to determine which items bearing the EU trademark are subject to the injunctions and prohibitions
granted (that is to say, which items have not been put on the market within the European Economic Area by the right
holder or with his consent), while the possibility of challenging the aforementioned findings of the enforcement authority
before a court in declaratory proceedings is excluded or limited by the nature of the legal remedies available to the
defendant in proceedings to secure claims and in enforcement proceedings? [emphasis added]

”
As noted in the judgment, the question asks in essence whether the cited legal provisions must be interpreted as precluding a
judicial practice by which the operative part of the decision upholding an action for an EU trademark infringement is drafted in
terms which, owing to their general nature, leaves it to the authority with competence to enforce that decision to determine to
which products that decision applies.

According to the analysis of the CJEU, the question should be understood as comprising of three parts:

the first related to the exhaustion of the rights conferred by a trademark and to the requirements deriving from the protection of
the free movement of goods;
the second related to the requirements that must be satisfied by the measures, proceedings and remedies necessary to ensure
the enforcement of IP rights; and
the third related to the obligation of member states to establish legal remedies for ensuring an effective judicial protection under
the EU law and to guarantee the conditions for a fair hearing.

Decision

Concerning the exhaustion of trademark rights, the CJEU noted that a trader against whom an infringement action is brought by
an EU trademark owner has the right to allege and prove in its defence that the products bearing that mark, referred to in the
infringement action, were put on the market in the EEA by that proprietor or with its consent. Further, that trader must also be
able to benefit from a reversal, in its favour, of the burden of proof, where that burden is liable to allow the trademark owner to
partition national markets and maintain price differences between member states (ie, where there is an exclusive distribution
system). However, this should not be interpreted as meaning that the trademark owner is required to adopt a marking system for
its products in order to establish whether each product was destined for the EEA market; such an obligation would be
burdensome and limit the possibility for the trademark owner to change, at the last minute, the destination of a given product.  

Further, the CJEU noted that, since Directive 2004/48 does not contain any provision concerning the formulation of the operative
part of judicial decisions rendered in infringement actions, the question posed by the Polish court raised the principle of
procedural autonomy, with the necessity to examine whether, at the enforcement stage, the limited legal remedies and procedural
guarantees that are available to a defendant under national law fail to meet the requirements of effective judicial protection
imposed by EU law and, therefore, the unity and effectiveness of that law. In reviewing the information provided by the Polish
court pertaining to the provisions of its national procedural laws, the CJEU concluded, however, that such provisions did not
infringe the principle of equivalence.

As regards the principle of effectiveness, it is apparent from the judgment that EU law cannot preclude a judicial practice
according to which the operative part of a decision upholding an action for infringement of an EU trademark is drafted in general
terms, provided that the defendant enjoys the effective judicial protection of the rights that it derives from the relevant provisions
of Articles 34 and 36 TFEU and Article 15(1) of Regulation 2017/1001. In other words, if the operative part of a judgment
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upholding an infringement action indicates in general terms the products for which the infringement is confirmed, the defendant
should benefit, at the enforcement stage, from all the guarantees of a fair hearing for the purposes of being able effectively to
contest the existence of an infringement or threat of an infringement, and to challenge the seizure of those goods for which the
trademark proprietor’s exclusive rights have been exhausted. In such cases, the burden of proof can shift to the trademark owner,
depending on the circumstances of the case, and when such burden of proof is liable to allow the trademark owner to partition
national markets and assist the maintenance of price differences between member states.

After considering the above, the CJEU answered the question raised by the Polish court in the negative and confirmed that:

“[the relevant provisions] must be interpreted as not precluding a judicial practice by which the operative part of the
decision upholding an action for infringement of an EU trademark is drafted in terms which, owing to their general nature,
leaves it to the authority with competence to enforce that decision to determine the products to which that decision
applies, provided that, in the context of the enforcement procedure, the defendant is permitted to contest the
determination of the products covered by that procedure and that a court may examine and decide, in compliance with
the provisions of Directive 2004/48, which products have in fact been placed on the market in the EEA by the proprietor
or with its consent. [emphasis added]

”
Comment

This ruling is significant in that it deals with the wording of the operative parts of national rulings upholding parallel-import
infringement claims, and affects how claims are formulated when dealing with infringements pertaining to parallel imports. The
answer offered by the CJEU allows such rulings to be drafted in general terms pertaining to the goods for which infringement has
been confirmed, leaving the enforcement authority to determine the products to which the ruling applies, while allowing the
defendant to contest such determination.
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